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United States Court of Appeals for the 
District of Columbia 


a In the District Court of the United States for 

the District of Columbia 

In Equity No. 58433 

Alphonse Gams and Gustave Widmer, Plaintiffs, 

v. 

Conway P. Coe, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— 

1 Stipulation of Statement of Facts 

Filed April 19 1938 

In the United States District Court for the District of 

Columbia 

In Equity No. 58433 

Alphonse Gams and Gustave Widmer, Plaintiffs, 

v. 

Conway P. Coe, Commissioner of Patents, Defendant. 

It is hereby stipulated and agreed, by and between coun¬ 
sel for the parties hereto, that the following statement of 
facts be used in the Record on Appeal to the United States 
Court of Appeals for the District of Columbia in this cause: 

1. The plaintiffs, Alphonse Gams and Gustave Widmer, 
on January 29, 1927, duly filed at the United States Patent 
Office an application for Letters Patent for “Artificial Ma¬ 
terials and a Process of Making the Same”, which appli- 
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cation fully complied in all respects with the Statutes of 
the United States and with the Rules of Practice in the 
United States Patent Office in such cases made and pro¬ 
vided; and such application became known and designated 
as application Serial No. 245,038. 

2. The aforesaid application was duly assigned to the 
Ciba Products Corporation, and the assignment was duly 
recorded in the records of the United States Patent Office. 

3. The application for patent was finally rejected by the 
Primary Examiner of the Patent Office on February 2,1933. 

4. An appeal was duly taken from this action of the 
Primary Examiner to the Board of Appeals, and the latter 
rendered a decision on September 6, 1934, affirming the 

Primarv Examiner. 

2 5. Thereupon, on October 23, 1938, a Notice of Ap¬ 

peal to the United States Court of Customs and Pat¬ 
ent Appeals was filed with the Commissioner of Patents, 
but no further steps toward the perfecting of the said ap¬ 
peal were taken. 

6. On March 6, 1935, the present action was brought, the 
requisite Bill of Complaint to this end being duly filed. 

7. The said Bill of Complaint alleged, among other 
things, “that the jurisdiction of this Court depends upon 
the patent laws of the United States” (Sec. 4915, Comp. 
Stats. 9460; U. S. C. Title 35, Sec. 63) and that no appeal 
to the Court of Customs and Patent Appeals had been taken. 

8. On March 20, 1935, the Commissioner of Patents filed 
an answer to the aforesaid Bill of Complaint admitting, 
among other things, “the allegation of jurisdiction under 
Section 4915 R. S., U. S. C. A. 35, as amended” and “that 
no appeal has been taken to the United States Court of 
Customs and Patent Appeals in this case”. 

9. The Clerk of the United States Court of Customs and 
Patent Appeals has certified, by certificate dated October 
27, 1937 and duly presented to the District Court: 

“That since September 6, 1934, no appeal has been filed 
in the United States Court of Customs and Patent Appeals 
from any decision of the Patent Office Board of Appeals in 
the matter of a certain application of Alphonse Gams and 
Gustave Widmer, Serial No. 245,038, filed January 6, 1928; 

“That there was on March 6, 1935, pending before the 
aforesaid Court, no appeal in the matter of the above-en¬ 
titled application; and 
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“That since September 6, 1934, the United States Court 
of Customs and Patent Appeals has not decided any appeal 
from any decision of the Patent Office Board of Appeals in 
the matter of the above-identified application.” 

A copy of the said Certificate is attached hereto. 

10. The present cause came on for hearing on November 
1, 1937 before Mr. Justice Bailey but, a question of 
3 jurisdiction being raised in view of the decision by 
the United States Court of Appeals for the District 
of Columbia in the case of Jensen & Bye v. Lorenz & Wod- 
lingcr, 92 F(2d) 992, 34 USPQ 318, decided August 30, 
1937, the hearing was postponed because of the pendency 
before the United States Supreme Court of a petition for 
writ of certiorari in that case. The question of jurisdiction 
was subsequently argued before Mr. Justice Gordon, where¬ 
upon the Bill of Complaint was dismissed for lack of juris¬ 
diction in view of the fact that the filing of the Bill had been 
preceded by the filing in the Patent Office of the afore¬ 
mentioned Notice of Appeal. 

E. F. WENDEROTH 
Attorney for Plaintiffs 


April 19, 1938. 


R. F. WHITEHEAD 

Solicitor of the U. S. Patent Office , 
Attorney for Defendant 


Certificate of Clerk of United States Court of Customs 

and Patent Appeals. 

United States Court of Customs and Patent Appeals. 

I, Arthur B. Shelton, Clerk of the United States Court 
of Customs and Patent Appeals, after a careful and thor¬ 
ough search of the records of this court, do hereby certify 
to the best of my knowledge and belief 

1. —That since September 6,1934, no appeal has been filed 
in the United States Court of Customs and Patent Appeals 
from any decision of the Patent Office Board of Appeals in 
the matter of a certain application of Alphonse Gams and 
Gustave Widmer, Serial No. 245,039, filed January 6, 1928; 

2. —That there was on March 6, 1935, pending before the 
aforesaid Court, no appeal in the matter of the above- 
entitled application; and 
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3.—That since September 6,1934, the United States Court 
of Customs and Patent Appeals has not decided any appeal 
from any decision of the Patent Office Board of Appeals in 
the matter of the above-identified application. 

4 Witness my hand and the seal of this court, this 

twenty-second day of October, A. D., 1937. 

ARTHUR B. SHELTON 

(Seal) Clerk. 


Decree. 

Filed March 16 1938 

******* 

This cause came on to be heard on a jurisdictional ques¬ 
tion and having been argued by counsel for the respective 
parties and considered, and it appearing that, prior to the 
filing of the bill of complaint, plaintiffs had, in their appli¬ 
cation for patent No. 245,038, filed in the Patent Office a 
notice in accordance with the provisions of Section 4912 
R. S. (U. S. C., Title 35, Sec. 60), of their appeal to the 
United States Court of Customs and Patent Appeals from 
the decision of the Board of Appeals of the Patent Office 
in said application, 

It is Adjudged, Ordered and Decreed, this 16th day of 
March, 1938, that the bill of complaint be, and the same is 
hereby dismissed for lack of jurisdiction. 

PEYTON GORDON 

Justice. 


Notice of Appeal 
Filed April 2-1938 

******* 

The Clerk of said Court will please note an appeal from 
the decree entered in the above-entitled cause on the 16th 
day of March, 1938 

A PONACK 

Attorney for A. Gams et al 






ALPHONSE GAMS ET AL. VS. CONWAY P. COE. 


5 


5 Citation 

Issued April 4 1938 

###*••* 

The President of the United States of America 
To Conway P. Coe, Commissioner of Patents, Greeting: 

You Are Hereby Cited and Admonished to be and appear 
at a Court of Appeals of the District of Columbia, upon the 
docketing the cause therein, under and as directed by the 
Rules of said Court, pursuant to an Appeal noted in the 
District Court of the United States for the District of Co¬ 
lumbia, on the 2nd day of April, 1938, wherein Alphonse 
Gams and Gustave Widmer are Appellants, and you are 
Appellee, to show cause, if any there be, why the Decree 
rendered against the said Appellants, should not be cor¬ 
rected, and why speedy justice should not be done to the 
parties in that behalf. 

Witness the Honorable Chief Justice of the District Court 
of the United States for the District of Columbia, this 4" 
day of April, in the year of our Lord one thousand nine 
hundred and Thirty-eight. 

CHARLES E. STEWART, 

Clerk. 


By HARRY M. HULL, 

(Seal) Assistant Clerk. 

Service of the above Citation accepted this 4" day of 
April, 1938. 

R. F. WHITEHEAD 

Attorney for Appellee. 


6 Order Fixing Bond on Appeal 

Filed April 4- 1938 

*#**••* 

It appearing to the Court that an appeal to the United 
States Court of Appeals for the District of Columbia has 
been noted from the decree entered on the 16th day of 
March 1938 in the above-entitled cause, it is by the Court 
this 4th day of April, 1938, ordered that the bond on the ap¬ 
peal be and the same is hereby fixed in the sum of One Hun- 
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dred Dollars ($100.00) or in lieu thereof a cash deposit 
made with the Clerk in the sum of Fifty Dollars ($50.00). 

PEYTON GORDON 

Justice 


Memorandum 

April 4—1938. 

$50 Deposit in lieu of bond on appeal. 


Assignment of Errors 
Filed April 26 1938 

####*•# 

The plaintiffs, Alphonse Gams and Gustave Widmcr, hav¬ 
ing duly appealed to the United States Court of Appeals 
for the District of Columbia from the decree made and en¬ 
tered in the above-entitled cause on the 16th day of March, 
1938, assign the following as errors and grounds for ap¬ 
peal. 

The United States District Court for the District of Co¬ 
lumbia erred: 

1. In holding that it lacked jurisdiction to try this cause; 

2. In failing to hear this cause on the merits there- 

of; 

7 3. In holding in effect that the filing in the Patent 

Office, by the plaintiffs, in connection with their ap¬ 
plication Ser. No. 245038, of a notice in accordance with the 
provisions of Section 4912 R. S. (U. S. C., Title 35, Sec. 60), 
constituted the taking of an appeal to the United States 
Court of Customs and Patent Appeals; 

4. In dismissing the bill of complaint. 

ALPHONSE GAMS AND GUSTAVE WIDMER, 

BY, E. F. WENDEROTH 

Attorney. 
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( Designation of Record on Appeal 

Piled April 19 1938 

# • * 

Alphonse Gams and Gustave Widmer, the plaintiffs here¬ 
in, having perfected an appeal to the United States Court of 
Appeals for the District of Columbia on the 4th day of 
April, 1938, hereby request the clerk of the United States 
District Court for the District of Columbia to prepare, at 
the expense of the said Alphonse Gams and Gustave Wid¬ 
mer, a transcript of the record on appeal to include the fol¬ 
lowing : 

1. Stipulation dated April 19, 1938 and filed herewith. 

2. Decree, dated March 16, 1938, dismissing the Bill of 
Complaint for lack of jurisdiction. 

3. Notice of Appeal to the United States Court of Appeals 
for the District of Columbia, filed April 2, 1938. 

4. Order, dated April 4, 1938, setting costs on appeal. 

5. Notation of deposit, made April 4, 1938, of Fifty Dol¬ 
lars as security for costs on appeal. 

8 6. This Designation of the Record on Appeal. 

ALPHONSE GAMS AND GUSTAVE WIDMER, 

by E. F. WENDEROTH 

Attorney 

April 19, 1938. 


9 District Court of the United States 

For the District of Columbia 

United States of America, 

District of Columbia, ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, hereby certify 
the foregoing pages numbered from 1 to 8, both inclusive, 
to be a true and correct transcript of the record according 
to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 58433 in Equity, where¬ 
in Alphonse Gams and Gustave Widmer are Plaintiffs and 
Conway P. Coe, Commissioner of Patents, is Defendant, 
as the same remains upon the files and of record in said 
Court. 
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In Testimony Whereof, I hereunto subscribe my name 
and affix the seal of said Court, at the City of Washington, 
in said District, this 28th day of April, 1938. 

C E STEWART, 

(Seal) Clerk . 

Endorsed on Cover: No. 7159. Gams et al., Appellants 
vs. Coe. United States Court of Appeals for the District 
of Columbia Filed May 3—1938 Joseph W. Stewart, Clerk 
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IN THE 


®mteb States Court of appeals 

FOR THE DISTRICT OF COLUMBIA. 


Case No. 7159. 


Alphonse Gams and Gustave Widmer, 
Appellants, 

vs. 

Conway P. Coe, Commissioner of Patents. 


Appeal from the District Court of the United States for 
the District of Columbia. 


BRIEF FOR APPELLANTS. 


STATEMENT OF THE CASE. 

1. The appellants, Alphonse Gams and Gustave Wid¬ 
mer, on January 29,1927, duly filed at the United States 
Patent Office an application for Letters Patent for 
“Artificial Materials and a Process of Making the 
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Same”, which application fully complied in all re¬ 
spects with the Statutes of the United States and with 
the Rules of Practice in the United States Patent Office 
in such cases made and provided; and such applica¬ 
tion became known and designated as application Ser¬ 
ial No. 245,038. 

2. The aforesaid application was duly assigned to 
the Ciba Products Corporation, and the assignment 
was duly recorded in the records of the United States 
Patent Office. 

3. The application for patent was finally rejected by 
the Primary Examiner of the Patent Office on Febru¬ 
ary 2,1933. 

4. An appeal was duly taken from this action of the 
Primary Examiner to the Board of Appeals, and the 
latter rendered a decision on September 6, 1934, af¬ 
firming the Primary Examiner. 

5. Thereupon, on October 23, 1938, a Notice of Ap¬ 
peal to the United States Court of Customs and Pat¬ 
ent Appeals was filed with the Commissioner of Pat¬ 
ents, but no further steps toward the perfecting of the 
said appeal were taken. 

6. On March 6,1935, the present action was brought, 
the requisite Bill of Complaint to this end being duly 
filed. 

7. The said Bill of Complaint alleged, among other 
things, “that the jurisdiction of this Court depends 
upon the patent laws of the United States” (Sec. 4915, 
Comp. Stats. 9460; U. S. C. Title 35, Sec. 63) and that 
no appeal to the Court of Customs and Patent Appeals 
had been taken. 
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S. On March 20, 1935, the Commissioner of Patents 
filed an answer to the aforesaid Bill of Complaint ad¬ 
mitting, among other things, “the allegation of juris¬ 
diction under Section 4915 R. S., U. S. C. A. 35, as 
amended” and “that no appeal has been taken to the 
United States Court of Customs and Patent Appeals 
in this case”. 

9. The Clerk of the United States Court of Customs 
and Patent Appeals has certified, by certificate dated 
October 27, 1937 and duly presented to the District 
Court: 

“That since September 6, 1934, no appeal has 
been filed in the United States Court of Customs 
and Patent Appeals from any decision of the Pat¬ 
ent Office Board of Appeals in the matter of a cer¬ 
tain application of Alphonse Gams and Gustave 
Widmer, Serial No. 245,038, filed January 6, 1928; 

“That there was on March 6, 1935, pending be¬ 
fore the aforesaid Court, no appeal in the matter 
of the above-entitled application; and 

“That since September 6, 1934, the United 
States Court of Customs and Patent Appeals has 
not decided any appeal from any decision of the 
Patent Office Board of Appeals in the matter of 
the above-identified application.” 

10. The present cause came on for hearing on the 
merits on Nov. 1, 1937, before Mr. Justice Bailey but, 
a question of jurisdiction being raised in view of the 
earlier decision by this Honorable Court in the case 
of Jensen<& Bye v. Lorenz & Wodlinger, 92 F. (2d) 992, 

68 App. D. C.-, decided Aug. 30, 1937, the hearing 

was postponed because of the pendency before the 
United States Supreme Court of a petition for writ of 
certiorari in that case. The question of jurisdiction 
was subsequently argued before Mr. Justice Gordon, 
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whereupon the Bill of Complaint was dismissed for 
lack of jurisdiction in view of the fact that the filing 
of the Bill had been preceded by the filing in the Pat¬ 
ent Office of the aforementioned Notice of Appeal. 

11. From this action of the District Court, the pres¬ 
ent appeal is taken. 


THE ISSUE. 

The question in issue is submitted to be whether, in 
an ex parte appeal from the action of the Commis¬ 
sioner of Patents denying the grant of a patent, the 
mere filing with the Commissioner of a so-called “No¬ 
tice of Appeal to the United States Court of Customs 
and Patent Appeals”, followed by no step whatsoever 
toward the perfecting of the appeal, constitutes the 
taking of an appeal to the said Court within the mean¬ 
ing of Title 35 U. S. C., Sec. 63, particularly in view 
of the fact that the Court of Customs and Patent Ap¬ 
peals does not consider an appeal to have been taken 
thereto until an actual Petition of Appeal, Docket Fee, 
and Certified Transcript of the Record have been de¬ 
posited with the Clerk of the Court (see Appendix for 
copy of Certificate of Clerk of U. S. Court of Customs 
and Patent Appeals). 

ASSIGNMENT OF ERRORS. 

The present appeal from the District Court is taken 
upon the following assigned errors (page 6 of Rec¬ 
ord) : 

The United States District Court for the District of 
Columbia erred: 

1. In holding that it lacked jurisdiction to try this 
cause; 
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2. In failing to hear this cause on the merits thereof; 

3. In holding in effect that the filing in the Patent 
Office, by the plaintiffs, in connection with their appli¬ 
cation Ser. No. 245038, of a notice in accordance with 
the provisions of Section 4912 R. S. (U. S. C., Title 35, 
Sec. 60), constituted the taking of an appeal to the 
United States Court of Customs and Patent Appeals; 

4. In dismissing the bill of complaint. 

ARGUMENT. 

Title 35 U. S. C., Sec. 60 (R. S. Sec. 4912), provides: 

“When an appeal is taken to the United States 
Court of Customs and Patent Appeals, the appel¬ 
lant shall give notice thereof to the commissioner, 
and tile in the Patent Office, within such time as 
the commissioner shall appoint, his reasons of ap¬ 
peal, specifically set forth in writing.” 

Pursuant to the foregoing section of the statutes the 
Commissioner of Patents by Rule 149 set forty days 
within which appellants should file their reasons of 
appeal, and with this provision the appellants duly 
complied. 

In Rule XXV established by the Court of Customs 
and Patent Appeals the following provisions apply: 

“Any party desiring to appeal to this court 
from a decision of the Board of Appeals or the 
Commissioner of Patents shall file in the clerk’s 
office a petition, addressed to the court, in which 
he shall brieflv set forth and show that he has com- 
plied with the requirements of sections 4912 and 
4913 of the Revised Statutes of the United States 
to entitle him to appeal, and praying that his ap¬ 
peal may be heard upon and for the reasons as- 


6 


signed therefor to the commissioner. Said rea¬ 
sons for appeal having been filed with the Com¬ 
missioner of Patents and made a part of the rec¬ 
ord, shall not be repeated in the petition of ap¬ 
peal. Said petition of appeal and a certified copy 
of the record in the proceeding shall be filed in this 
court and the case duly docketed within 40 days 
(exclusive of Sundays and legal holidays) from 
the date upon which said reasons for appeal were 
filed with the Commissioner of Patents: Provided, 
That the commissioner may for special and suffi¬ 
cient cause extend such time to some definite and 
fixed date: Provided further, That in inter partes 
cases appellant shall, at the time of filing said pe¬ 
tition of appeal in this court, or within 10 days 
thereafter, serve a copy thereof upon appellee or 
his counsel. 

“If said petition of appeal and copy of said rec¬ 
ord shall not be filed within said period of 40 days, 
unless such time be extended by the commissioner 
as heretofore provided, the commissioner, upon 
such facts being brought to his attention by mo¬ 
tion of the appellee in inter partes cases, duly 
served upon the appellant or his attorney, and 
upon his own motion in ex parte appeals, may take 
such further proceedings in the case as may be 
necessary to dispose of the same as though no no¬ 
tice of appeal had ever been given. ’ ’ 

The appellants did not proceed in accordance with 
the above Rule XXV and did not, within forty days of 
the giving of the “Notice”, file a petition of appeal to 
the Court of Customs and Patent Appeals, nor did they 
file a certified copy of the record of the proceedings in 
the Patent Office. 

Title 35 IT. S. C., Sec. 63 (R. S. Sec. 4915), pro¬ 
vides: 

“'Whenever a patent on application is refused 
by the Commissioner of Patents, the applicant, 
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unless appeal has been taken from the decision of 
the Board of Appeals to the United States Court 
of Customs and Patent Appeals, and such appeal 
is pending or has been decided , in which case no 
action may be brought under this section, may 
have remedy by bill in equity, if filed within six 
months after such refusal; and the court having 
cognizance thereof, on notice to adverse parties 
and other due proceedings had, may adjudge that 
such applicant is entitled, according to law, to re¬ 
ceive a patent for his invention, as specified in his 
claim or for any part thereof, as the facts in the 
case may appear.” (emphasis added.) 

The bill of complaint in this matter was filed prior 
to the expiration of the six months as provided by this 
statute. The question which therefore arises is whether 
an appeal was ever taken by the appellants to the 
United States Court of Customs and Patent Appeals 
and such appeal was pending before or decided by said 
Court. 

It is submitted that, under the above-outlined circum¬ 
stances, no appeal was taken to the Court of Customs 
and Patent Appeals and no appeal was ever pending 
before that Court. The Clerk of the Court of Customs 
and Patent Appeals has certified (a) that no appeal was 
ever filed in the said Court in connection with the Gams 
et al. application here involved; (b) that no such appeal 
was pending before that Court; and (c) that said Court 
has not decided any appeal in the matter of such appli¬ 
cation. (See Appendix.) It is clear from this that 
the Court of Customs and Patent Appeals does not 
consider an appeal to have been taken thereto by the 
mere filing with the Commissioner of Patents of a 
“Notice of Appeal”. 
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Attention is also directed to the interpretation 
given by the Patent Office', prior to the Jensen et al. v. 
Lorenz et al. decision, supra, to the “law of 1927” 
which established the alternative form for seeking a 
review of a decision of the Patent Office Board of Ap¬ 
peals. The attitude of the Patent Office, as well as of 
the patent profession generally, is correctly summa¬ 
rized by the Solicitor for the Patent Office in his open¬ 
ing statement in the case at bar at the hearing before 
Mr. Justice Bailey: “When that law was passed, pat¬ 
ent attorneys generally, and the Patent Office, were 
both of the opinion that the taking of the appeal, and 
its being pending, meant that it had been perfected, 
carried to the court, and docketed.” (Emphasis added) 
This understanding of the “law of 1927” determined 
the Patent Office practice as is evidenced by the admis¬ 
sion in the Commissioner’s answer of the allegation in 
the bill of complaint in this case to the effect that no 
appeal had been taken to the Court of Customs and 
Patent Appeals. 

Attention is also directed to the comment in 6 George 
Washington Law Review' at page 231. 

The United States District Court for the District of 
Columbia, relying upon the decision of this Honorable 
Court in Jensen et al. v. Lorenz et al., supra, held that 
an appeal had been taken to the Court of Customs and 
Patent Appeals so that the District Court was with¬ 
out jurisdiction to hear the case. 

The decision of this Honorable Court in the Jensen 
case appears to have been based upon the similar hold¬ 
ing in Bakelite Corporation v. National Aniline and 
Chemical Company, 83 F. (2d) 176 (C. C. A. 2d, 1936). 
The Bakelite case was based upon the supposed anal¬ 
ogy to an appeal from the District Courts to a Circuit 
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Court of Appeals and reliance was placed upon the 
decision in In re Foster Construction Corporation, 49 
F. (2d) 213 (C. C. A. 2d, 1931), which held that an 
appeal was “taken ’* in a bankruptcy proceeding when 
the petition and reasons of appeal were filed in the 
lower court. However, in nearly all the other Circuit 
Courts of Appeal and in the Supreme Court of the 
United States, the decisions as to when an appeal is 
“taken” are contra to the Foster case: 

Credit Company, Ltd. v. Arkansas Central Rail¬ 
road Co., 128 U. S. 258, 9 Sup. Ct. 107, 32 L. 
Ed. 448 (1888); 

Old Nick Williams Company v. U. S., 215 U. S. 
541, 30 Sup. Ct. 221, 54 L. Ed. 318 (1909); 

Green v. City of Lynn, 87 Fed. 839 (C. C. A. 1st, 
1898); 

Ross v. White, 32 F. (2d) 750 (C. C. A. 6th, 
1929); 

Vaughan v. American Insurance Co., 15 F. (2d) 
526 (C. C. A. 5th, 1926); 

Camden Iron Works Company v. Cincinnati, 241 
Fed. 846 (C. C. A. 6th, 1917); 

U. S. v. New National Coal and Mining Co., 72 
F. (2d) 168 (C. C. A. 7th, 1934); 

Greyerhiehl v. Hughes Electric Co., 294 Fed. 802 
(C. C. A. 8th, 1923); 

Turner v. U. S., 14 F. (2d) 360 (C. C. A. 8th, 
1926); 

Von Holt v. Carter, 56 F. (2d) 61 (C. C. A. 9th, 
1932)* 

McBee v. Palmer, 73 F. (2d) 342 (C. C. A. 9th, 
1934). 

Many of these decisions refer expressly to the lead¬ 
ing decision of the United States Supreme Court in 
Credit Co. v. Arkansas Railway Co., supra, as their 
authority. In this decision, the Supreme Court states 
(at page 261): 
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“An appeal cannot be said to be ‘taken’ any 
more than a writ of error can be said to be 
‘brought’ until it is, in some way, presented to the 
court which made the decree appealed from, there¬ 
by putting - an end to its jurisdiction over the cause, 
and making it its duty to send it to the Appellate 
Court.” (Emphasis added) 

The “Notice of Appeal” does not put an end to the 
jurisdiction of the Patent Office over the cause nor 
make it the duty of the Patent Office to send the case 
to the U. S. Court of Customs and Patent Appeals, be¬ 
cause the Commissioner does not take this latter step 
until a praecipe is filed in the Patent Office. 

In Greenough v. Clark, 10 Fed. Cas., page 1176, No. 
5784 (C. C. D. C. 1853) cited in the Bakelite decision, 
the question was “whether the right to appeal was not 
lost by the failure of John J. Greenough to notify the 
commissioner of his appeal in this ease, and to file his 
reasons of appeal on or before . . . the time limited 
by the commissioner.” It is thus apparent that the 
Greenough situation is essentially different from the 
case at bar, because Greenough did not even file a 
“Notice of Appeal” within the requisite time. Circuit 
Judge Morsell points out that “the judge can judi¬ 
cially know nothing of the case until the party ag¬ 
grieved presents to him his petition for a revision on 
appeal”, ?.<?., until the appeal is perfected. Prelimi¬ 
nary to such actual petition of appeal the statute re¬ 
quired the giving of notice and the filing of reasons 
of appeal. Failing to take the latter steps in due time, 
Greenough forfeited his right to take the subsequent 
step of actually appealing to the Court. A logical con¬ 
clusion from this is that the Court would not have con¬ 
sidered the notice and the filing of reasons to have 
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brought the case to their judicial notice, in the absence 
of an actual petition of appeal. 

Reliance in the Bakelite and Jensen cases was also 
placed upon the decision in Walt her v. Yonder veer, 64 
F. (2d) 540 (C. C. P. A. 1933) which held that an ap¬ 
plicant could not dismiss his appeal in the Court of 
Customs and Patent Appeals in order to confer juris¬ 
diction on the District Court under R. S. 4915, supra. 
In this case the appeal had proceeded to the point 
where a transcript of record had been printed and filed 
in the Court of Customs and Patent Appeals and there¬ 
fore the Court had definitely acquired jurisdiction. In 
the Jensen case and in the Bakelite case the causes had 
not even been brought to the attention of the Court of 
Customs and Patent Appeals nor even docketed there¬ 
in. Similarly, in the present case, the cause had not 
been brought to the attention of the Court of Customs 
and Patent Appeals nor was it docketed therein. 

In view of the authorities cited above, it is submitted 
that decisions in the Bakelite and Jensen cases cannot 
be justified. It is to be noted in this regard that the 
earlier decision of this Honorable Court in In re Hitch¬ 
cock, 47 App. D. C. 251 (1918) would indicate that a 
contrary rule would be expected. 

At the time of the Hitchcock case, an appeal could 
be taken from the Patent Office directly to the Court 
of Appeals of the District of Columbia (substantially 
in the manner in which an appeal may now be taken 
to the Court of Customs and Patent Appeals). Hitch¬ 
cock “intended to take an appeal and notified the Com¬ 
missioner of this intention” but failed to perfect the 
appeal within the forty days allowed for this purpose 
after the giving of the notice. In denying Hitchcock’s 
application for reinstatement of the appeal, the Court 
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of Appeals through Chief Justice Smyth stated: “An 
intention to appeal does not constitute an appeal, or 
even a step in that direction”. 

It is submitted that, in order to arrive at its decision 
in the Jensen case, this Honorable Court disregarded 
entirely the language of Title 35 U. S. C., Sec. 63 (R. S. 
Sec. 4915), under which the present cause arises and 
which in effect gives an applicant the right to file a 
bill in equity after an adverse decision of the Board 
of Appeals “unless appeal has been taken from the 
decision of the Board of Appeals to the United States 
Court of Customs and Patent Appeals, and such ap¬ 
peal is pending or has been decided” (Emphasis 
added). Since, according to the weight of authority, 
an appeal should be regarded as “taken” only when 
perfected, it is submitted that it is not proper to hold 
that an appeal is pending before a Court when in fact 
the Court does not have jurisdiction. 

In the present instance, the Court of Customs and 
Patent Appeals never had jurisdiction of the Gams, 
et al. application here involved. 

The Jensen decision refers also to the decision in 
American Fomon Company, et al., v. Amdyco Corpora¬ 
tion, 15 U. S. P. Q. 205 (D. C. S. D. X. Y., 1932). It is 
not believed, however, that this decision is in point. 
The Fomon case was an inter partes case arising out 
of an interference proceeding in the Patent Office, and 
involved an interpretation of Title 35, U. S. C. Sec. 
59a (R. S. Sec. 4911). The Court held that where a 
dissatisfied applicant elects initially to proceed by a 
bill in equity, he is allowed six months from the Com¬ 
missioner’s refusal within which to file his bill; if on 
the other hand he elects initially to take an appeal to 
the Court of Customs and Patent Appeals and his ad¬ 
versary blocks this road by filing an objection, then 
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the suit in equity must be availed of within thirty days 
from the filing of the objection. The plaintiffs’ con¬ 
tention had been that they were entitled to six months 
for the filing of the bill, in any event. It is thus clear 
that the issue in that case was entirely different from 
the issue in the instant case. It may be emphasized 
that the case at bar is in effect an ex parte case in 
which the element of estoppel which may be present 
in an inter partes case involving a preliminary election 
is absent, so that a consideration of Sec. 59a is sub¬ 
mitted to be wholly superfluous. 

Appellants are aware that the United States Su¬ 
preme Court did not grant the petition for certiorari 
solicited in the Jensen case. This action is not, how¬ 
ever, an expression by the said Court on the merits of 
the case. U. S. v. Carver, 260 U. S. 482, 490, 43 S. Ct. 
181 (1922); Atlantic Coast Line R. Co. v. Rowe, 283 
U. S. 401, 403, 51 S. Ct. 498 (1930); Hamilton-Brown 
Shoe Co. v. Wolf Bros. & Co., 240 U. S. 251, 258, 35 S. 
Ct. 269 (1915). 

Appellants are also aware of the recent decision of 
this Honorable Court in United States ex rel. White v. 
Coe, 95 F. (2d) 347, — D. C. App. — (1938). How¬ 
ever, the question which was involved in this deci¬ 
sion was whether the Commissioner of Patents can be 
required by mandamus to dismiss “an appeal” pend¬ 
ing before the Court of Customs and Patent Appeals 
pursuant to the language of Section 4911 of the Re¬ 
vised Statutes (Title 35 U. S. C., Sec. 59a), i.e., an 
appeal arising from an inter partes proceeding in the 
Patent Office. As previously pointed out, the present 
situation involves in effect an ex parte appeal, the bill 
having been brought under the provisions of Sec. 4915 
of the Revised Statutes (Title 35 U. S. C., Sec. 63) and 
Section 4911 is submitted to have no bearing here. 
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CONCLUSION. 

In view of the foregoing, it is respectfully urged 
that the mere filing of a “Notice of Appeal’’ with the 
Commissioner of Patents does not constitute the tak¬ 
ing of an appeal which bars the subsequent timely fil¬ 
ing of a proper bill in equity. Accordingly, it is be¬ 
lieved that the action of the District Court in dismiss¬ 
ing the bill should be reversed. 

Respectfully submitted, 

E. F. Wexderoth, 

A. PoNACK, 

Attorneys for Gams et al. 
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APPENDIX. 

Certificate of Clerk of United States Court of Customs 

and Patent Appeals. 

United States Court of Customs and Patent Appeals. 

I, Arthur B. Shelton, Clerk of the United States 
Court of Customs and Patent Appeals, after a careful 
and thorough search of the records of this court, do 
hereby certify to the best of my knowledge and belief 

1. —That since September 6,1934, no appeal has been 
filed in the United States Court of Customs and Pat¬ 
ent Appeals from any decision of the Patent Office 
Board of Appeals in the matter of a certain applica¬ 
tion of Alphonse Gams and Gustave Widmer, Serial 
No. 245,038, filed January 6, 1928; 

2. —That there was on March 6,1935, pending before 
the aforesaid Court, no appeal in the matter of the 
above-entitled application; and 

3. —That since September 6, 1934, the United States 
Court of Customs and Patent Appeals has not decided 
any appeal from any decision of the Patent Office 
Board of Appeals in the matter of the above-identified 
application. 

Witness my hand and the seal of this court, this 
twenty-second day of October, A. D. 1937. 

Arthur B. Shelton, 

Clerk. 


(Seal) 
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Alphonse Gams and Gustave Widmer, appellants 
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Conway P. Coe. Commissioner of Patents* 
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APPELLEE V'. * 


APPEAL FROM THE DISTRICT COURT OF THE UNITED 
- STATES FOR THE DISTRICT OF COLUMBIA -• 


BRIEF POE THE COMMISSIONER OF PATENTS 


- ‘ R. P. WHITEHEAD, 

- Solicitor, I United States Patent Office, 

Attorney -for Appellee. 
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In the United States Court of Appeals for 
the District of Columbia 

October Term, 1938 


No. 7159 

Alphonse Gams and Gustave Widmer, appellants 

v. 

Conway P. Coe, Commissioner of Patents, 

APPELLEE 


APPEAL FROM THE DISTRICT COURT OF THE UNITED 
STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This is an appeal from a decree of the lower 
court (R. p. 4) dismissing the bill brought under 
Section 4915 R. S. (U. S. C., title 35, sec. 63.) 

The merits of the alleged invention are not be¬ 
fore the Court. The bill was dismissed solely on 
the ground that by giving a notice of appeal to the 
United States Court of Customs and Patent Ap¬ 
peals, as provided in Section 4912 R. S. (U. S. C., 
title 35, sec. 60) appellants waived their right to 
file a bill in equity. 

The three sections of the statutes, consideration 
of which is necessary, are sections 4911 R. S., 4912 

(i) 
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R. S., and 4915 R. S., being, respectively, sections 
59a, 60, and 63 of the U. S. Code. 

The portions of these sections which are perti¬ 
nent to the question here involved are as follows: 

Sec. 4911. (U. S. C., title 35, sec. 59a.) 
If any applicant is dissatisfied with the deci¬ 
sion of the Board of Appeals, he may ap¬ 
peal to the United States Court of Customs 
and Patent Appeals, in which case he waives 
his right to proceed under section 4915 of 
the Revised Statutes (U. S. C., title 35, 
sec. 63). 

Sec. 4912. (U. S. C., title 35, sec. 60.) 
When- q , n nrmenl is taken to the United 
States Court of Customs and Patent Ap¬ 
peals, the appellant shall give notice thereof 
to the commissioner, and file in the Patent 
Office, within such time as the commissioner 
shall appoint, his reasons of appeal, specifi¬ 
cally set forth in writing. 

Sec. 4915. (U. S. C., title 35, sec. 63.) 
Whenever a patent on application is refused 
by the Commissioner of Patents, the appli¬ 
cant, unless appeal has been taken from the 
decision of the Board of Appeals to the 
United States Court of Customs and Patent 
Appeals, and such appeal is pending or has 
been decided, in which case no action may 
be brought under this section, may have rem¬ 
edy by bill in equity, if filed within six 
months after such refusal; and the court 
having cognizance thereof, on notice to ad¬ 
verse parties and other due proceedings 
had, may adjudge that such applicant is en- 
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titled, according to law, to receive a patent 
for his invention, as specified in his claim or 
for any part thereof, as the facts in the case 
may appear. 

The answer in the present suit was filed prior to 
the rendition by this Court of its decision in Jensen 

and Bye v. Lorenz and Wodlinger, -App. D. C. 

-, 92 F. (2d) 992, 1937 C. D. 63, in which this 

Court ruled that the giving of the notice under Sec¬ 
tion 4912 R. S. (U. S. C., title 35, sec. 60) precluded 
a subsequent suit in equity even though the tran¬ 
script for the appeal was never filed in the United 
States Court of Customs and Patent Appeals. 

When the bill was filed jurisdiction was admitted 
in the answer, it being, as stated in appellants’ 
brief, the impression of the Bar generally and the 
Patent Office that a bill in equity was not precluded 
by a previous notice of appeal to the United States 
Court of Customs and Patent Appeals unless the 
transcript of record had been filed and the case was 
either awaiting decision in that court or had been 
decided. 

When the present case w*as called for trial in the 
District Court the Solicitor of the Patent Office 
deemed it his duty to call the Court’s attention to 
the decision of this Court in Jensen and Rye v. 
Lorenz et ah, supra. At that time a petition for 
writ of certiorari in that case was pending. The 
court, while indicating that it was proper to call 
attention to the decision, refused to render any de¬ 
cree pending the action of the Supreme Court on 
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the writ of certiorari. That petition was denied 
and thereafter the present case was called for trial 
and a decree was rendered dismissing the bill. 

It is submitted that the ruling of this Court in 
the Jensen and Bye v. Lorenz et al. case is clearly 
applicable to the present case, the only difference in 
the facts being that the decision of the Board 
sought to be reviewed in the former case was ren¬ 
dered in an interference whereas in the present 
case it was rendered on an ex parte appeal. 

Section 4915 R. S., however, makes no distinction 
between those two classes of cases and provides 
broadly for the filing of a bill in equity in either 
case. 

This Court carefully considered the arguments 
presented pro and con in Jensen and Bye v. Lorenz 
et al., supra, and said: 

It is our opinion that the plaintiffs took an 
appeal to the United States Court of Cus¬ 
toms and Patent Appeals by force of the 
proceedings taken by them with the Com¬ 
missioner. They served notice upon the 
Commissioner of their intention to appeal 
and they filed in the Patent Office within 
forty days, which was the time required, 
their reasons of appeal specifically set forth 
in writing. Other steps were necessary to 
be taken in the Court of Customs and Patent 
Appeals to perfect the appeal, but insofar as 
the Patent Office was concerned the appeal 
had been taken by the action of the appel¬ 
lants as above set out. Bakelite Corpora 



5 


tion v. National Aniline and Chemical Co., 
83 F. (2d) 176 (2d C. C. A.). 

And then, after referring to a case in which it 
had been sought to dismiss without prejudice an 
appeal in the United States Court of Customs and 
Patent Appeals, said: 

The appeal taken by appellants was not 
dismissed by voluntary action on their part 
but was rendered nugatory insofar as relief 
was concerned by the omission of the plain¬ 
tiffs to file the papers required to be filed in 
the Court of Customs and Patent Appeals 
for the taking of such an appeal. Inasmuch 
as it is held by the Court of Customs and 
Patent Appeals that dismissal of the appeal 
by the voluntary action of the appellants 
cannot be effective it cannot be believed that 
the same result could be reached by the ap¬ 
pellants simply failing to file the necessary 
papers after the appeal was taken. 

And then, with reference to the purpose of Con¬ 
gress in providing the two alternative remedies, 
said: 

It is evident that Congress intended to 
require an election by the party as between 
the two remedies offered to him, to wit; the 
appeal to the Court of Customs and Patent 
Appeals on the one hand or a suit in equity 
under section 4915 Revised Statutes (U. S. C. 
Title 35, sec. 63), on the other hand, and that 
when such election is made by the litigant it 
is to be final. He is not permitted either by 
omission or by affirmative action upon his 
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part, after having elected to appeal to the 
Court of Customs and Patent Appeals to 
then change his course and file a suit under 
section 4915 Revised Statutes (U. S. C. 
Title 35, sec. 63). 

The Court then referred to and quoted from the 
decision in Bakelite Corporation v. National Ani¬ 
line and Chemical Co., 83 F. (2d) 176, (C. C. A. 2) 
in which a similar ruling had been made. 

Appellants here do not dispute the pertinency 
of the above decision to the present case but they 
contend that the holding in that decision is in error. 

It may be noted at this point that the appellants 
in Jensen and Bye v. Lorenz et ah filed in the Su¬ 
preme Court of the United States a petition for writ 
of certiorari, which was denied. It is of course true 
that the denial of a petition for a writ of certiorari 
is not an equivalent to an affirmance but where the 
petitioner for a writ of certiorari has not been able 
to establish prima facie that an error of law on a 
question of procedure had been made by the lower 
court, it would seem that the denial of the petition 
is certainly persuasive that no error of law existed. 

The question involved was so fully discussed in 
the Bakelite decision cited by this Court and in this 
Court ’s decision in the Jensen and Bye case that it 
is thought no detailed argument in opposition to 
appellant’s position is necessary. 

Certainly the purpose of the alternative proced¬ 
ure provided by Sections 4911 R. S. and 4915 R. S. 
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was to give the appellant a choice of forums so that 
he might, if it was deemed that additional evidence 
would support his position, file a bill in equity 
rather than take a direct appeal where he would be 
confined to the record. 

It is true that the time for filing the notice of 
appeal has been fixed by the Patent Office as forty 
days whereas the statute provides that the bill in 
equity may be filed within six months from the 
Board’s decision. However, it is not thought that 
that fact should be held to justify a procedure 
under which a losing party before the Board of 
Appeals may first take the necessary steps to carry 
his case on a direct appeal to the United States 
Court of Customs and Patent Appeals and then 
later decide not to do so but to file a bill in equity. 

It would seem to be immaterial in considering 
the question here raised whether the losing party 
had simply, like the present applicants, omitted to 
file his transcript or, after filing it, had asked to 
be allowed to dismiss the appeal. The proper steps 
had been taken to obtain a decision of the appellate 
court and that, it would seem, would be sufficient 
to bar the filing of a bill in equity. 

It is submitted, therefore, that no error was com¬ 
mitted by the court below in following the decision 
in Jensen and Bye v. Lorenz et ah, supra, and it 
is further submitted that nothing has been pre¬ 
sented by the appellants to justify this Court from 
reaching a different conclusion from that which it 
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had reached in that case and which had previously 
been reached by the Circuit Court of Appeals of 
the Second Circuit in the Bakelite Corporation 
case. 

It is further submitted that the decree of the 
lower court should be affirmed. 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellee . 

September 1938. 
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